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ON BRIEF 

Before GARRIS, OWEN? and LIEBERMAX, Administrative Patent Judges. 
OWENS , Administrative Patent Judge. 

DECISION ON APPEZiL 
This is an appeal from the refusal to allow claims 1-5, 7 , 
3, 10-19, 21, 22 and 24-28 as amended after final rejection. 
These are all of the claims remaining in the application. 

THE INVENTION 

The appel 1. snt s claim a composition containing lubricating 
oil and two specified antioxidants, and claim a method for 
increasing the oxidation stability of lubricating oil by adding 



S V* 



ne -urn 



a composition comprising .uoricatma on ana at least a 
first -ntioxiaant and a second antioxidant, the first antioxidant 
being a secondary diaryiamire of the formula R-NH-R where R_ and 
R each independently represent a substituted or unsubst itut ed 
sryi group having from 6 to 45 carbon atoms and the second 
ant iox i cant being a 2,2,4-trialkyl-l,2- di hydroguino line or a 
polymer thereof of the structure: 




where r. = l- 1 000 and R. is hydrogen, alkyl, cr alkoxy 
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THE REJECTION 

Claims 1-5, 7, £, 13-19, 21, 22 and 24-28 stand rejected 
under 35 J.S.C. § 102 as being unpatentable over Jones taken with 



Meier, Evans and Rasberger. 



T 9rs6 a t o r e me n t ~. 



acc _ lcarion 



:r.e examine.! 
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bro ades t :oxcosit l or. 



aim . 



.Jones discloses an anticxiaant composition fo-r oxidation 
unstable materials suoh as lubricating <: i 1 (col. 1, lines 1-9). 
The composition includes qui no lines having either the 
heterocyrlir ring or b:th the heterocyclic and benzene rings of 
the compound saturated with hydrogen, one of the quinolines being 
1, 2 , : , 4-tet rahydrocuin: line (col. 3, lines 1-14). The quinoline 
preferably is used in combination with a conventional amine or 
phenol antioxidant, one of the disclosed amines being a secondary 
ciarylamine ( pheny 1 - 5 -n apht hy 1 amine ) within the formula in the 
appellants' claim 1 (oil. 1, lines 41-42; col. 3, lines 17-22). 
Tones states that "it has teen discovered that hycrogenated 
quinolines in some manner act with conventional types of 
ant ioxidant s to provide a synergistic effect, remarkably 
enhancing the antioxidant properties of these compounds" (col. 2, 
lines 15-17). Jones do>es not aiscbose that the quinoline can be 
a dih vdr o am inoT i ne . 



The broadest method claim (15) res 
:atina oil the composition reoited i 



ites adding to a 
.n si aim 1 . 



oombina t ion with phenolic ant ^oxidants , as antioxidants for 
lubricants (cel. 1, lines 22-2?). Rasberger states that "[i]t 
r.as row been found that monomeric 1 , 2 , 1 , 4 -tet ra hydro qu ino 1 i nes in 
their own, ana particularly In combination with phenolic 
antioxidants, exhibit in lubricants an excellent ant iox idat ion 
action with a satisfactory corrosion behaviour" (col. 1, 
lines 35-35). Rasberger teaches that the antioxidant composition 
can contain further antioxidants, the disclosed examples 
including secondary diary lamines ( (2,2, 3, 3-tetr amethyl-but yl ) - 
pheny 1 - a- and 2 -naphthy lamines , and pheny 1-a-naphthy 1 ami ne ) which 
fall within the appellants' claim 1 (col. 4, lines 56-65). 
Rasberger does not disclose the dihydroqu ino lines recited in the 
appellants' claim 1, or teach that the disclosed 
dihydroquinolines can be used in combination with a secondary 
diary lamine antioxidant . 

Evans discloses that dihydroquiroline derivatives which fall 
within the appellants' claim 1 were known in the art as 
antioxidants for industrial products, in particular natural and 
synthetic rubber, as preservatives for foodstuffs and, in 
combination with organic haiides, as color formers in 




been found that dimeric, tnmeric and tetrameri: 
tetr anydroquinoline derivatives are particularly suitable as 
stabilisers for organic material" (col. 1, lines 31-34). The 
disclosed organic materials include lubri rants (cjL 3, lines 17- 
23; col. 7, lines 4-9). The cetrahydroquinoline derivatives, 
when used as antioxidants for lubricants, can be used with other 
antioxidants, some of the disclosed other antioxidants being 
secondary diarylamines (col. 11, lines 3-10 and 19-24). Evans 
does nor disoLose a composition which includes the prior art 
dihyd.ro quinolir.es and either lubricating -oil or secondary 
diarylamines . 

Meier discloses lubricants containing N-subs t ituced 1,2,3,4- 
tetrahydroquinO'l ines as antioxidants, and optiona lly containing 
additional antioxidants which can be secondary diarylamines which 
fall within the appellants' claim 1 (col, 1, lines 8-15; col. 7, 
lines :-8; sol. 8, lines 29-35). Meier does not disclose 
d i h yd r o qu i n o 1 i n e s . 



tet rahydro quo nod. ines as related 1 y Rasberger an 
ir.er.bers of the latter genus synergist icaily with aromatic amines 
as reiateci by ljn.es et ai, it would be prima faoie obvious to 
expert the 1 , 1 -dihydro quin sline -genus to manifest the same type 
of improvement by incorporating as well diaryl amines" (office 
action mailed March 2?, 2C00, paper no. 3, paces I-:'). 
Rasberger, however, do<es not Loci sate that 1 , 1 -dihycroqu i noli nes 
and tet rahydr oqu inol ines are interchangeable. Xor aoes Rasberger 
teach that aromatic amines are alternatives to phenols in 
oromotina the effectiveness of both dihydroquin ol ines and 
tetrahydroquinolines as argued by the examiner (answer, pages 4- 

F.asherger teaches that the prior art 1 , 2-dihydroqu inol ines 
were known to hie useful, in combination with phenolic 
antioxidants, as lubricant additives (col. 1, lines 22-29). It 
is only 1 , 2 , , 4 -t et rahydr oqu i n o 1 ines that Rasberger teaches can 
be used with aroma: i: amine oxidants (col. 1, lines 



sod. 4, lines 



The record, therefore, indicates that the motivation relied 
;on by the examiner for substituting 1 , 2 -dinydro guinoii ines for 
• : n e s ' t e t r a h y d r o c u i n o 1 i n e s s o: me s from the a d r ; e 1 1 a n t s ' disclosure 
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" e ^ e c t i n ■ 3 the c 1 3 1 in s . 



0 i r . 1 9 f j> ■ , cf rt . den i ed, 
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.2ee »Y. 1 . Sore 5- /isscci.3 v 7 . .j^r^ ceo, 
12 1 'JS?'j 3D 3, 3 12-13 (Fed, 
■10:4); In re Rothermel, 276 F.2a :93, 3 95, 122 USP-j 32 8 , 3 3 1 
'CC?A 19 6 0) . Accordingly, we reverse the examiner's rejection. 

F EM AND 

The examiner has not addressee on the record the appellants' 
admitted prior art. The appellants acknowledge that "[t]he 
secondary diarylamines are well known antioxidants" 
■specification, page 4, line 12! and that " [ 1 ] -bricant 
composi r ions co nt a ining various secondary dia ryl amines are widely 
known in the art. The use of 2 , 2 , 4 - 1 r imethy 1- 1 , 2 - 
d ihyciroquirio 1 ine polymers is also known, although to a lesser 
extent" (specification, page 1, lines 19-21). The examiner and 
the appellants should address on the record whether it would nave 
been cbvious to- one of ordinary skill in the art add to a 
lubricating oil a combination of the known secondary diarylamine 
and 2,2, 4 - 1 rimethyl- 1 , 2-dinydr oqu inol ine p olymer lubrica ting oi 1 
ant:oxi:iants. In re Kerkhoven, 226 F.2d 846, 850 , 205 U3PQ 1369, 
1072 ; CC PA 1933) . 




19 6 2 discloses 2 , 2 , 4 - t rimet hy I - 1 / 2 - di hydro: gu in :■ 1 ine cclvr.er as a 
useful antioxidant rc>r lubricating oils" (specification, page 1, 
lines 25-26). The examiner indicated, by initialing the 
appellants' information disclosure statement (filed December 2, 
19?:, paper no. 2), mat this reference has been considered. 
However, we do not find in the file an English translation, or 
even an English abstract, of this reference, and the examiner has 
nit addressed on the record the relevance of this reference. The 
examiner should obtain an English translation of IP 57115492 and 
the examiner and the appellants should address on the record 
whether it would have been obvious to one C'f ordinary skill in 
the art to oomoine the 2,2,4 - 1 r imet hyl- 1 , 2 -ciihydroquinc>l ine 
polymer lubricating odl antioxidant disclosed therein with a 
secondary diarylamine lubricant oil antioxidant which the 
appellants have acknowledged to be well known. 
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The rejection cf claim? 1-5, 7, 3, 1C-19, 21, 22 and 24 
under 35 U.S.C. § 103 ever 2or.es raker v;::h Meier, Evans and 
Rasberger is reversed. The application is remanded to the 
examiner . 

REVERSED and REMANDED 
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